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Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 

1 . Applicants' arguments filed February 02, 2004 have been fully considered but they are 
not deemed to be persuasive. Rejections and/or objections not reiterated from previous office 
actions are hereby withdrawn. The following rejections and/or objections are either reiterated or 
newly applied. They constitute the complete set presently being applied to the instant 
application. 

2. Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. This is a NON- 
FINAL Office Action. 

3. Claims 1, 15-28, and 35-41 are examined on the merits. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1, 15, 16, 21-24, 28, and 35-37 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Eckman et al. (1998). 

6. Eckman et al. discloses a method of using a computer program product (page 3, column 
2, Hardware and Software §) wherein the gene expression data (EST) is divided into plurality 
databases (pages 3-4, Data Sources §, and Figures 1 and 2) and grouped into at least two 
fragment classes according to accession number and quality analysis as exemplified by the Local 
relational database disclosure (page 4, column 1, lines 14-30). The attributes used for grouping 



Application/Control Number: 09/862,424 Page 3 

Art Unit: 1631 

said fragments are: assigned integer identifier and the GenBank accession number of its 
representative EST sequence, and results of pairwise BLAST comparisons between all EST 
sequences (unknown) and all known nucleic acid sequences (page 4, column 2, lines 1-24). The 
method of Eckman et al. is directed to determining the differential tissue expression for 12,000 
distinct genes of the human genome (expression level, fold change, and up/down 
regulation)(page 3, column 1, The Merck Gene Index §). 

7. The method of Eckman et al. is directed toward a data integration (links) effort 
comprising data from IMAGE clones in a relational database and dbEST sequences organized by 
sequence comparison results (page 3, column 2, Data Integration §). LENS provides a mapping 
between EST/cDNA clone identifiers from dbEST, GDB, GenBank, WashU and IMAGE 
databases. 

8. The computer program product of Eckman et al. has library information (sample) which 
indicates the tissue type used as the source of the clone (page, 7, Clone data module §) and 
highly targeted query wherein a user can "retrieve all index classes which are differentially 
expressed in breast, are similar to known GPCRs or contain a TM7 motif, and are mapped to chr 
8ql2" (page 12, column 1, lines 3-8). The search results presents two reports: classes 
represented by ESTs of interest and ESTs that have no index class assignment (page 8, column 2, 
lines 8-10) (unknown), as in instant claims 1, 21, 35, and 37. 

9. The inclusion of a document by Lodish et al. is not used as prior art, but only to expand 
on GPCR as directed gene pathway (Figure 20-6), as in instant claims 15, 22, 23, and 36. 

10. "It assume that an EST or set of ESTs has already been identified by preliminary gene- 
finding efforts (first sample set) and sequent searches against said set of ESTs is performed via 
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BLAST (second sample set) (page 8, column 2, Modes of access to the MGI data §) and up to 20 
hits are displayed in order of significance (ranking and threshold) (page 8, column 1, lines 20- 
21). The sample sets are illustrated in Figures 4-7, as in instant claims 16, 24, and 28. 

CLAIM REJECTIONS - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 1, 15-28, and 35-41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eckman ef al. (1998) taken with Schena et al. (1996). 

13. Eckman et al. (1998) discloses the limitations to claims 1, 15, 16, 21-24, 28, and 35-37 as 
discussed above. 

14. However, Eckman et al. (1998) discloses all of the limitations to claims 17-20, 25-27, and 
38-41. 

15. Schena et al. discloses the selection of EST sequences according their relative expression 
values wherein the presence or absence of genes (EST) is determined by the expression of genes 
compared to control. The selection criteria is novel sequences exhibits either 2-fold induction or 
relatively low-level expression (page 10615, columns 1-2, Results §, Figures 1, 2; and Tables 1 
and 2), as in instant claims 17-20, 25-27, and 38-41. 

16. Schena et al. suggests an improvement for better understanding the human genome via 
the implementation of sophisticated methods for gene expression analysis and gene discovery 
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using EST sequences (page 10614, column 1, lines 1-22). While Eckman et al. discloses a 
method of effective use of the vast amounts of EST sequence data (Abstract etc.). An artisan of 
ordinary skill in the art at the time of the instant invention would have been motivated by the 
improvement disclose by Schena et al. to utilize the vast amounts of EST data disclosed by 
Eckman et al. for sequence analysis and gene discovery. Therefore, it would have been obvious 
to one having ordinary skill in the art at the time of the invention was made to use the method of 
gene expression analysis and gene discovery as taught by Schena et al. and Eckman et al. 

CONCLUSION 

17. NO CLAIM IS ALLOWED. 

18. Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1 600 via the PTO Fax Center located 
in Crystal Mall 1 . The faxing of such papers must conform with the notices published in the 
Official Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 (November 16, 193), and 1157 
OG 94 (December 28, 1993) (see 37 CFR § 1 .6(d)). The CM1 Fax Center number is (703) 872- 
9306. 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. The 
examiner can normally be reached on Monday-Friday from 8 A.M. to 4 P.M. 

20. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, Ph.D., can be reached on (571) 272-0722. 
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21. Any inquiry of a general nature or relating to the status of this application should be 
directed to Legal Instruments Examiner, Tina Plunkett, whose telephone number is (571) 272- 
0549 or to the Technical Center receptionist whose telephone number is (703) 308-0196. 
C. Dune Ly 



2/9/04 




ARDIN H. MARSCHEL 
PRIMARY EKAMIKER 



